
• 



4 



United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Addresa: COMMISSIONER OP PATENTS AND TRADEMARKS 
Washington, D C. 20231 

WWW.U3ptO.gOV 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


09/138,091 




08/21/1998 


CAMELLIA W. ADAMS 


9491-013-27 


3668 


24510 7590 


03/05/2002 









PIPER MARBURY RUDNICK & WOLFE LLP 
STEVEN B KELBER 
1200 NINETEENTH STREET, NW 
WASHINGTON, DC 20036-2412 



EXAMINER 



SPECTOR, L0RRMNE 



ART UNIT 



PAPER NUMBER 



1647 

DATE MAILED: 03/05/2002 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



UNITED STATES LwARTMENT OF COMMERCE 
Patent and Trademark Office 



Address: COMMISSIONER OF PATENTS AND TRADEMARKS 
Washington. D C. 20231 



SERIAL NUMBER FfJNL DATf r:^' NAT/ ED AP=V? A\t A T TOfiNr> DOC*E~ NC 



EXAMINER 



°A°£h MlVEltFi 




Be/ow /s a communication from the EXAMINER In charge of this application 
COMMISSIONER OF PA TENTS AND TRADEMARKS 

ADVISORY ACTION 

HE PERIOD FOR RESPONSE: 
a ) O is extended to run or continues to run from the date of the finaJ rejection 



1fy 



b) \Z] expires three months from the date of the final rejection or as of the mailing date of this Advisory Action, whichever is later. In no 
event however, will the statutory period for the response expire later than six months from the date of the final rejection. 

Any extension of time must be obtained by filing a petition under 37 CFR 1.136(a), the proposed response and the appropriate fee 
The date on which the response, the petition , and the fee have been filed is the date of the response and also the date for the 
purposes of determining the period of extension and the corresponding amount of the fee. Any extension fee pursuant to 37 CFR 
1.17 will be calculated from the date of the originally set shortened statutory period for response or as set forth in b) above. 

Appellant's Brief is due in accordance with 37 CFR 1 .192(a). 

Applicant's response to the final rejection, filed ^/J yO'**~**' nas Deeft considered with the following effect, but it is not deemec 
to place the application in condition for allowance / 

1- Q The proposed amendments to the claim and /or specification will not be entered and the final rejection stands because: 

a. There is no convincing showing under 37 CFR 1 .1 16(b) why the proposed amendment is necessary and was not earlier 
presented. 

b O They raise new issues that would require further consideration and/or search. (See Note). 

c. O They raise the issue of new matter. (See Note). 

d. O They are not deemed to place the application in better form for appeai by materially reducing or simplifying the issues tor 

appeal. 

e. O They present additional claims without cancelling a corresponding number of finally rejected claims. 
NOTE: 



2. Q Newly proposed or amended claims would be allowed if submitted in a separately filed amendment cancelling 

the non-allowable claims. 

S^V/f ii^^teii*^»*pp**^ the proposed amendment^] will be entered [H will not be entered and the status of the claims will 
be as follows: 

Claims allowed: /oyi <r 

Claims objected to: *>Q~ S""? 



Claims rejected: _ 



However; 

Q Applicant's response has overcome the following rejection(s): 



rhe affida>fC exhibit ornaouesntor reconsideration has been considered but does not overcome the re/ection because 



5 Q The affidavit or exhibit will not be considered because applicant has not shown good and sufficent reasons why it was not earlier 
presented. 

[""I The proposed drawing correction Q has Q has not been approved by the examiner, 
□ Other 
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Attachment to Advisory Action. Paper Number 27: 

Applicants urge that, the elected species having been found allowable over the prior art, that 
the Examiner is required to search and examine all additional species of the Markush group, citing 
MPEP 803.02 for support. This argument has been fully considered but is not deemed persuasive 

5 because the claim is not a proper Markush grouping, as it lacks unity of invention. As set forth in 
MPEP 803.02, unity of invention exists where compounds within a Markush group (1) share a 
common utility, and (2) share a substantial structural feature disclosed as being essential to that 
utility. In this case, there is no substantial structural feature disclosed as being essential to the utility 
of encoding an agonist antibody, variant or fragment thereof which binds to human c-mpl. Thus, 

1 0 there is no unity of invention here. Further, the search and examination of all species would 
constitute an undue burden due to the number of sequences which must be searched. 

With respect to the burden on the Examiner under the election of species requirement that was 
made, it is noted that there remains no generic claim. There is no provision for examination of 
additional species where there is no generic claim found allowable. The Examiner reminds applicants 

15 that generic claims were found not to be allowable in paper number 17, mailed 11/27/00. 
Accordingly, the Examiner's position remains that the elected species is allowable over the prior art, 
and, there being no allowable generic claim, there is no requirement for examination of additional 



Advisory Information: 

Any inquiry concerning this communication or earlier communications from the Examiner should be directed to 
Lorraine M. Spector, whose telephone number is (703) 308-1793. Dr. Spector can normally be reached Monday through 
Friday, 9:00 A.M. to 5:30 P.M. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's supervisor, Gary Kunz, can be 
reached at (703)308-4623. 

Any inquiry of a general nature or relating to the status of this application or proceeding should be directed to the 
Group receptionist at telephone number (703) 308-0196. * 
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